UNI TED STATES DI STRI CT COURT
DI STRI CT OF MASSACHUSETTS

)
PROGRESS SOFTWARE )
CORPORATI ON, et al ., )
)
Plaintiffs, )
)
V. ) ClVIL ACTION NO. 01-11031-PBS

)
M/SQL AB, et al., )
)
Def endant s. )
)

ORDER

February 28, 2002
SARI'S, U. S. D J.

Def endant/counter-plaintiff MySQ. AB (“MySQ.") has noved for
a prelimnary injunction asking this Court to enjoin
pl ai ntiffs/counter-defendants Progress Software Corporation and
its subsidiary NuSphere Corporation (collectively, “Progress”)
from anong other things, sublicensing or distributing the MySQ
program and from using the MySQL™ nmar k.

The factors governing the award of a prelimnary injunction
are well known: (1) the novant’s likelihood of success on the
merits; (2) the potential for irreparable harm (3) a bal ancing
of the relevant equities; and (4) the effect on the public

interest. See Canpbell Soup Co. v. Gles, 47 F.3d 467, 470 (1st

Gr. 1995).

After a hearing and review of the record, and for the



reasons stated in Court, the Court finds that MySQ. has
denonstrated a substantial |ikelihood of success on that portion
breach of contract claimthat concerns its trademarKk.
Specifically, MySQ has denonstrated (1) that the agreenent
between the parties was an interimagreenent that term nated

af ter August 2000; and (2) that Progress viol ated Paragraph 6 of
that agreenent by using the MySQL trademark after the term nation
and by using an unaut horized conbi nation trademark. Conti nued
use of the trademark will cause MySQ irreparable harmas a

matter of law. See Digital Equi pnent Corp. v. Altavista

Technology, Inc., 960 F. Supp. 456, 472 (D. Mass. 1997)

(citing Canel Hair and Cashnere, Inc. v. Assoc. Dry Goods Corp.

799 F.2d 6, 14-15 (1st GCr. 1986)). Finally, the bal ance of
harnms tips in MWSQ.'s favor with regard to use of the MySQ@QL™
mar k.
Accordingly, the Court orders that Progress be prelimnarily
enj oi ned, pending a trial on the nerits, from
(1) Pronmoting or selling any products and services
using the WSQL™mark in any form
(2) Registering or using donmain nanmes that contain the
MySQL™ mar k; and,
(3) Operating websites that use any formof the M/SQ™

mar k.



Progress nmay, however, state that its product operates with the
MySQL program Progress shall conply with this order within 45
days. MSQ shall post a bond of $25, 000. 00.

Wth respect to the General Public License (“GPL"), MySQL
has not denonstrated a substantial |ikelihood of success on the
merits or irreparable harm Affidavits submtted by the parties’
experts raise a factual dispute concerning whether the Gem n
programis a derivative or an independent and separate work under
GPL 1 2. After hearing, MySQL seens to have the better argunent
here, but the matter is one of fair dispute. Moreover, | am not
per suaded based on this record that the release of the Gemn
source code in July 2001 didn’t cure the breach

In any event, even if MySQ has shown a |ikelihood of
success on these points, it has not denonstrated that it wll
suffer any irreparable harmduring the pendency of the suit,
particularly in light of the sworn statenent that all source code
for Gem ni has been disclosed and the stipulation, given by
Progress during the hearing, that the end use license for
commercial users will be withdrawn. Finally, because the product
line using MY\SQL is a significant portion of NuSphere’'s business,
Progress has denonstrated that the balance of harnms tips in its
favor regarding the use of the MySQ program under the GPL

ORDER

For the reasons set forth above, MySQ. s Mdtion for



Prelimnary Injunction (Docket No. 24) is GRANTED in part and

DENILED in part.

PATTI B. SARI'S
UNI TED STATES DI STRI CT JUDGE
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